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In general, the Examiner's contentions in his Answer have failed to come to grips with

appellants' main point, which is that the teachings of the secondary references-Behling and Brandt—have

no bearing on the structure disclosed in the primary reference, Asai, and would not motivate a person of

ordinary skill in the art to modify the Asai's structure to arrive at the invention recited in claim 6.

Appellants will therefore limit their discussion herein to addressing the implications for this appeal of the

Supreme Court decision in KSR International Co. v. Teleflex Inc.

The Supreme Court held in KSR that the "teaching, suggestion, motivation" approach was one

that was useful for determining whether a claimed invention is obvious, but was not to be applied rigidly

or to the exclusion of other considerations. A conclusion of obviousness may also be reached in cases

where the claimed invention results from a predictable variation ofknown techniques, or from an obvious

solution to a known problem. The interrelated teachings of multiple patents, effects of demands known to

the marketplace and background knowledge of those of ordinary skill in the art may all be considered to

determine whether there was an apparent reason to combine known elements to arrive at the claimed

invention.

The prior art patents relied upon by the Examiner fail to support a conclusion of obviousness

according to the analytical framework presented by the KSR decision. The claimed use of a relatively

high dielectric constant filler between a pair of signal traces is not a predictable variation or obvious

response to a known problem, given the state of the prior art. The teachings of Behling in regard to

overvoltage protection or of Brandt in regard to maximizing capacitance in a capacitor have no

application to the pair of signal traces included in the structure disclosed in Asai. The Examiner failed to

establish any reason to combine known elements to arrive at the invention recited in claim 6. The

analysis called for by KSR does not change the result that claim 6 is unobvious in light of the prior art

cited by the Examiner.
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